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DETAILED ACTION 

1 . Claims 1-24 are pending in this application. 

Specification 

2. Applicant is reminded of the proper language and format for an abstract of 
the disclosure: 



3. The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is 
important that the abstract not exceed 1 50 words in length since the space 
provided for the abstract on the computer tape used by the printer is 
limited. The form and legal phraseology often used in patent claims, such 
as "means" and "said," should be avoided. The abstract should describe 
the disclosure sufficiently to assist readers in deciding whether there is a 
need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat 
information given in the title. It should avoid using phrases which can be 
implied, such as, "The disclosure concerns," "The disclosure defined by 
this invention," "The disclosure describes," etc. 



4. The applicant's abstract is less than 50 words. 



Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 



6. Claims 10-24 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 
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7. As to claims 10 and 12, a "system" is being recited; however, as the 
system comprises only "logic configured to," the systems of claims 10 and 
12 can be reasonably interpreted as functionally descriptive material. 

8. As to claims 1 1 and 1 3-24, as provided on page 48 of the specification, a 
computer readable medium includes propagation media, including 
electrical connections and fiber optics. Claims drawn to components 
involving signals encoded with functional descriptive material do not fall 
within any of the categories of statutory subject matter as set forth in 35 
U.S.C. 101, and are therefore, ineligible for protection. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made 
in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

10. Claims 1, 5, 9, 10-13, and 19 are rejected under 35 U.S.C. 102(b) as 
being anticipated by DeSimone et al. (US Pat. No. 6,212,548 B1), 
hereafter "DeSimone." 
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11. As to claim 1, DeSimone discloses a communication method (Abstract) 
comprising the steps of: 

establishing an instant messaging (IM) chat session between a first 
sender and a recipient (column 6, lines 40-56, "Dawn" reading on "the first 
sender" and "Mike" reading on "a recipient"); 

receiving an IM message from a second sender to the recipient 
(column 9, lines 55-64 and Fig. 5B, "Dave" reading on "a second sender"); 
and 

establishing an IM chat room between the recipient, the first sender, 
and the second sender (column 7, lines 54-59 and column 8, lines 54-58). 

12. As to claim 5, DeSimone discloses a communication method (Abstract) 
comprising the steps of: 

receiving an instant messaging (IM) message from a latter sender to a 
recipient (column 9, lines 55-64 and Fig. 5B, "Dave" reading on "a latter 
sender 1 ' and "Mike" reading on a "recipient"); 

determining whether an IM chat session is established between the 
recipient and an earlier sender (column 7, lines 54-59, column 8, lines 54- 
58, "Dawn" reading on "an earlier sender", and the determination step 
occurring in the pseudo code in column 9, specifically the if-loop with 
(ChatRoomName+Creator-ld does not exist) label at line 7); and 

establishing an IM chat room between the recipient, the earlier sender, 
and the latter sender in response to determining that an IM chat session is 



Application/Control Number: 10/685,562 Page 5 

Art Unit: 2196 

established between the recipient and the earlier sender (column 7, lines 
54-59 and column 8, lines 54-58). 

13. As to claim 9, DeSimone discloses a communication system (Abstract) 
comprising: 

means for establishing an instant messaging (IM) chat session 
between a first sender and a recipient (column 6, lines 40-56, "Dawn" 
reading on "the first sender" and "Mike" reading on "a recipient"); 

means for receiving an IM message from a second sender to the 
recipient (column 9, lines 55-64 and Fig. 5B, "Dave" reading on "a second 
sender"); and 

means for establishing an IM chat room between the recipient, the first 
sender, and the second sender (column 7, lines 54-59 and column 8, lines 
54-58). 

14. As to claim 10, DeSimone discloses a communication system (Abstract) 
comprising: 

logic configured to establish an instant messaging (IM) chat session 
between a first sender and a recipient (column 6, lines 40-56, "Dawn" 
reading on "the first sender" and "Mike" reading on "a recipient"); 

logic configured receive an IM message from a second sender to the 
recipient (column 9, lines 55-64 and Fig. 5B, "Dave" reading on "a second 
sender"); and 
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logic configured establishing an IM chat room between the recipient, 
the first sender, and the second sender (column 7, lines 54-59 and column 
8, lines 54-58). 

15. As to claim 11, DeSimone discloses a communication system comprising 
(Abstract): 

means for receiving an instant messaging (IM) message from a 
latter sender to a recipient (column 9, lines 55-64 and Fig. 5B, "Dave" 
reading on "a latter sender" and "Mike" reading on a "recipient"); 

means for determining whether an IM chat session is established 
between the recipient and an earlier sender (column 7, lines 54-59, 
column 8, lines 54-58, "Dawn" reading on "an earlier sender", and the 
determination step occurring in the pseudo code in column 9, specifically 
the if-loop with (ChatRoomName+Creator-ld does not exist) label at line 
7); and 

means for establishing an IM chat room between the recipient, the 
earlier sender, and the latter sender in response to determining that an IM 
chat session is established between the recipient and the earlier sender 
(column 7, lines 54-59 and column 8, lines 54-58). 

16. As to claim 12, DeSimone discloses a communication system (Abstract) 
comprising the steps of: 
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logic configured to establish receive an instant messaging (IM) 
message from a latter sender to a recipient (column 9, lines 55-64 and 
Fig. 5B, "Dave" reading on "a latter sender" and "Mike" reading on a 
"recipient"); 

logic configured to determine whether an IM chat session is 
established between the recipient and an earlier sender (column 7, lines 
54-59, column 8, lines 54-58, "Dawn" reading on "an earlier sender", and 
the determination step occurring in the pseudo code in column 9, 
specifically the if-loop with (ChatRoomName+Creator-ld does not exist) 
label at line 7); and 

logic configured to establish an IM chat room between the recipient, 
the earlier sender, and the latter sender in response to determining that an 
IM chat session is established between the recipient and the earlier 
sender (column 7, lines 54-59 and column 8, lines 54-58). 

17. As to claim 13, DeSimone discloses a computer-readable medium 
(Abstract, both the clients and servers will inherently contain a computer- 
readable media, as they are computers) comprising: 

computer-readable code adapted to instruct a programmable device 
(the method and system of DeSimone is clearly code as shown by the 
extensive use of pseudo code, such as columns 7 and 9) to establish an 
instant messaging (IM) chat session between a first sender and a recipient 
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(column 6, lines 40-56, "Dawn" reading on "the first sender" and "Mike" 
reading on "a recipient"); 

computer-readable code adapted to instruct a programmable device to 
receive an IM message from a second sender to the recipient receive an 
IM message from a second sender to the recipient (column 9, lines 55-64 
and Fig. 5B, "Dave" reading on "a second sender 1 '); and 

computer-readable code adapted to instruct a programmable device to 
establish an IM chat room between the recipient, the first sender, and the 
second sender(column 7, lines 54-59 and column 8, lines 54-58). 

18. As to claim 19, DeSimone discloses a computer-readable medium 

(Abstract, both the clients and servers will inherently contain a computer- 
readable media, as they are computers) comprising: 

computer-readable code adapted to instruct a programmable device 
(the method and system of DeSimone is clearly code as shown by the 
extensive use of pseudo code, such as columns 7 and 9) to receive an 
instant messaging (IM) message from a latter sender to a recipient 
(column 9, lines 55-64 and Fig. 5B, "Dave" reading on "a latter sender" 
and "Mike" reading on a "recipient"); 

computer-readable code adapted to instruct a programmable device to 
determine whether an IM chat session is established between the 
recipient and an earlier sender (column 7, lines 54-59, column 8, lines 54- 
58, "Dawn" reading on "an earlier sender", and the determination step 
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occurring in the pseudo code in column 9, specifically the if-loop with 
(ChatRoomName+Creator-ld does not exist) label at line 7); and 

computer-readable code adapted to instruct a programmable device to 
establish an IM chat room between the recipient, the earlier sender, and 
the latter sender in response to determining that an IM chat session is 
established between the recipient and the earlier sender (column 7, lines 
54-59 and column 8, lines 54-58). 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

20. Claims 2, 6, 14, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DeSimone, as applied to claims 1, 5, 13, and 19, 
respectively, in view of Morris et al. (US Pat. No. 6,496,851 B1), hereafter 
"Morris." . 



21 .As to claims 2 and 14, DeSimone does not explicitly disclose: 

issuing an invitation to join the IM chat session, the invitation being 
issued to the second sender; 
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receiving a reply from the second sender, the reply being one selected 

from the group consisting of: 

an acceptance of the invitation to join the IM chat session; and 
a rejection of the invitation to join the IM chat session; and 

wherein the step of establishing the IM chat room is responsive to the 
reply being the acceptance of the invitation to join the IM chat session. 

Morris discloses: 

issuing an invitation to join the IM chat session, the invitation being issued 
to the second sender (column 12, (ines 5-13); 

receiving a reply from the second sender (Fig. 13 and column 12, lines 26- 
43), the reply being one selected from the group consisting of: 

an acceptance of the invitation to join the IM chat session (column 12, 
lines 19-25); and 

a rejection of the invitation to join the IM chat session (Fig. 13, lines 37- 
43); and 

wherein the step of establishing the IM chat room is responsive to the reply 
being the acceptance of the invitation to join the IM chat session (column 12, 
lines 13-25). 

Therefore it would have been obvious at the time of the invention to 
combine the teachings of DeSimone and Morris in order to allow user to 
negotiate with others through the use of invitations and proposals which 
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increases the options available to each user (DeSimone, column 3, lines 36- 
43). 

22. As to claims 6 and 20, DeSimone does not explicitly disclose: 

issuing an invitation to join the IM chat session, the invitation being issued 
to the latter sender; 

receiving a reply from the latter sender, the reply being one selected from 
the group consisting of: 

an acceptance of the invitation to join the IM chat session; and a rejection 
of the invitation to join the IM chat session; and 

establishing the IM chat room in response to the reply being the 
acceptance of the invitation to join the IM chat session. 

Morris discloses: 

issuing an invitation to join the IM chat session, the invitation being issued 
to the latter sender (column 12, lines 5-13); 

receiving a reply from the latter sender (Fig. 13 and column 12, lines 26- 
43), the reply being one selected from the group consisting of: 

23. an acceptance of the invitation to join the IM chat session (column 12, 
lines 19-25); and 

a rejection of the invitation to join the IM chat session (Fig. 13, lines 37- 
43); and 
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wherein the step of establishing the IM chat room is responsive to the reply 
being the acceptance of the invitation to join the IM chat session (column 12, 
lines 13-25). 

Therefore it would have been obvious at the time of the invention to 
combine the teachings of DeSimone and Morris in order to allow user to 
negotiate with others through the use of invitations and proposals which 
increases the options available to each user (DeSimone, column 3, lines 36- 
43). 

24. Claims 3, 4, 7, and 8 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DeSimone, as applied to claims 1 and 5, respectively, 
in view of Walker et al. (US Pub. No. 2003/0064807 A1 ), hereafter 
'Walker." 

25. As to claims 3 and 7, DeSimone does not explicitly disclose: 

issuing a request for permission to join the IM chat session, the request for 
permission being issued to the recipient; 

receiving a reply from the recipient, the reply being one selected from the 
group consisting of: granting permission to join the IM chat session; and 

denying permission to join the IM chat session; and 
wherein the step of establishing the IM chat room is responsive to the reply 
being the granting of permission to join the IM chat session. 
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Walker discloses: 

issuing a request for permission to join the IM chat session, the request for 
permission being issued to the recipient ([0132], lines 1-5, the "groups" in 
particular embodiments include chat sessions as shown in [0242]); 

receiving a reply from the recipient ([0132], lines 5-12), the reply being one 
selected from the group consisting of: 

granting permission to join the IM chat session ([0132], lines 5-12); and 

denying permission to join the IM chat session ([0132], lines 5-12); and 
wherein the step of establishing the IM chat room is responsive to the reply 
being the granting of permission to join the IM chat session ([0132], lines 5- 
12). 

Therefore it would have been obvious at the time of the invention to 
combine the teachings of DeSimone and Walker in order to allow to provide 
security and prevent undesired access to created chat rooms. 

26. As to claims 4 and 8, DeSimone does not explicitly disclose: 

issuing a request for permission to join the IM chat session, the request for 
permission being issued to the first sender; 

receiving a reply from the first sender, the reply being one selected from 
the group consisting of: 

granting permission to join the IM chat session; and 

denying permission to join the IM chat session; and 



Application/Control Number: 10/685,562 Page 14 

Art Unit: 2196 

wherein the step of establishing the IM chat room is responsive to the reply 
being the granting of permission to join the IM chat session. 

Walker discloses: 

issuing a request for permission to join the IM chat session, the request for 
permission being issued to the first sender ([0132], lines 1-5, the "groups" in 
particular embodiments include chat sessions as shown in [0242]); 

receiving a reply from the first sender ([0132], lines 5-12), the reply being 
one selected from the group consisting of: 

granting permission to join the IM chat session ([0132], lines 5-12); and 

denying permission to join the IM chat session ([0132], lines 5-12); and 
wherein the step of establishing the IM chat room is responsive to the reply 
being the granting of permission to join the IM chat session ([0132], lines 5- 
12). 

Therefore it would have been obvious at the time of the invention to 
combine the teachings of DeSimone and Walker in order to allow to provide 
security and prevent undesired access to created chat rooms. 

27. Claims 15-18 and 21-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DeSimone in view of Morris, as applied to claims 14 
and 20, respectively, in further view of Walker. 

28. As to claims 15 and 21, DeSimone and Morris do not disclose: 
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computer-readable code adapted to instruct a programmable device to 
issue a request for permission to join the IM chat session, the request for 
permission being issued to the recipient; and 

computer-readable code adapted to instruct a programmable device to 
receive a reply from the recipient, the reply from the recipient being one 
selected from the group consisting of: 

granting permission to join the IM chat session; and 

denying permission to join the IM chat session. 

Walker discloses: 

computer-readable code adapted to instruct a programmable device to 
issue a request for permission to join the IM chat session, the request for 
permission being issued to the recipient ([0132], lines 1-5, the "groups" in 
particular embodiments include chat sessions as shown in [0242]); 

computer-readable code adapted to instruct a programmable device to 
receive a reply from the recipient ([0132], lines 5-12), the reply being one 
selected from the group consisting of: 

granting permission to join the IM chat session ([0132], lines 5-12); and 
denying permission to join the IM chat session ([0132], lines 5-12). 

Therefore it would have been obvious at the time of the invention to 
combine the teachings of DeSimone and Morris with the teaching of Walker in 
order to allow to provide security and prevent undesired access to created 
chat rooms. 
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29. As to claims 16 and 22, DeSimone and Morris do not disclose: 

computer-readable code adapted to instruct a programmable device to 
issue a request for permission to join the IM chat session, the request for 
permission being issued to the first sender; and 

computer-readable code adapted to instruct a programmable device to 
receive a reply from the first sender, the reply from the recipient being one 
selected from the group consisting of: 

granting permission to join the IM chat session; and 
denying permission to join the IM chat session. 

Walker discloses: 

computer-readable code adapted to instruct a programmable device to 
issue a request for permission to join the IM chat session, the request for 
permission being issued to the first sender ([0132], lines 1-5, the "groups" in 
particular embodiments include chat sessions as shown in [0242]); 

computer-readable code adapted to instruct a programmable device to 
receive a reply from the first sender ([0132], lines 5-12), the reply being one 
selected from the group consisting of: 

granting permission to join the IM chat session ([0132], lines 5-12); and 
denying permission to join the IM chat session ([0132], lines 5-12). 

Therefore it would have been obvious at the time of the invention to 
combine the teachings of DeSimone and Morris with the teaching of Walker in 
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order to allow to provide security and prevent undesired access to created 
chat rooms. 

30. As to claims 17 and 23, Morris discloses: 

computer-readable code adapted to instruct a programmable device to 
establish the IM chat room in response to (column 12, lines 13-25): 

the reply from the second sender being the acceptance of the invitation to 
join the IM chat session (column 12, lines 13-25); 

31. DeSimone and Morris do not disclose: 

computer-readable code adapted to instruct a programmable device to 
establish the IM chat room in response to: 

the reply from the recipient being the granting of permission to join the 
IM chat session; and 

the reply from the first sender being the granting of permission to join 
the IM chat session. 

Walker discloses: 

computer-readable code adapted to instruct a programmable device to 
establish the IM chat room ([0132], lines 1-5, the "groups" in particular 
embodiments include chat sessions as shown in [0242]) in response to: 

the reply from the recipient being the granting of permission to join the 
IM chat session ([0132], lines 5-12); and 
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the reply from the first sender being the granting of permission to join 
the IM chat session ([0132], lines 5-12). 

Therefore it would have been obvious at the time of the invention to 
combine the teachings of DeSimone and Morris with the teaching of Walker in 
order to allow to provide security and prevent undesired access to created 
chat rooms. 

32. As to claim 18 and 24, Morris discloses computer-readable code adapted 
to instruct a programmable device to establish the IM chat room in 
response to at least one of (column 12, lines 13-25): 

the reply from the second sender being the acceptance of the invitation 
to join the IM chat session (column 12, lines 13-25); 

the reply from the recipient being the granting of permission to join the 
IM chat session; and 

the reply from the first sender being the granting of permission to join 
the IM chat session. 

Conclusion 

33. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Thomas J. Dailey whose telephone 
number is 571-270-1246. The examiner can normally be reached on 
Monday thru Friday; 7:30am - 4:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Nabil El-Hady can be reached on 571-272-3963. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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